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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
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DETAILED ACTION 
Claim Objections 

Claims 1,2,4, 5, and 8 objected to because of the following informalities: in 
claim 1 , line 4 "on one gear stage" should be changed to read - near one gear stage -; 
in claim 2, line 3, "which immersion bath has" should be changed to read » which has - 
; in claim 4, 5, and 8, line 1 the deletion of "s" on the end of claims should be written - 
claim[s] --; in claim 5, lines 4 and 5, have grammatical errors. Appropriate correction is 
required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 10 provides for the use of a filter, as described in DE 10105612 A1, but, 

since the claim does not set forth any steps involved in the method/process, it is unclear 

what method/process applicant is intending to encompass. A claim is indefinite where it 

merely recites a use without any active, positive steps delimiting how this use is actually 

practiced. 
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Claim 10 is rejected under 35 U.S.C. 101 because the claimed recitation of a 
use, without setting forth any steps involved in the process, results in an improper 
definition of a process, i.e., results in a claim which is not a proper process claim under 
35 U.S.C. 101. See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and 
Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Ward 
(5,279,391). 

'391 discloses a dry sump mechanical transmission, with multiple gear stages 
(26,28,30,32,34), which are mounted next to one another and which are dynamically 
connected to one another, and a lubricant circuit to which at least one filter unit (48) is 
connected, characterized in that the lubricant is drawn off via an inlet (46) of a pump 
(44) near one gear stage (26), and then cleaned by the filter unit, and can then be 
supplied to the respective other gear stage (34) through a nozzle (51). 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 2, 3, 5-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ward (5,279,391) in view of Hauser (4,420,990). 

In Re claims 2 and 3, '391 further discloses that the lubrication oil flows from one 
gear stage to the next and down to a bath area (42) and inlet of the lubricant circuit. 
'391 discloses the claimed invention except failing to teach divisions to separate the 
gears. '990 teaches adding a filler (18) to the inside of the transmission casing (11) 
which separates the gears (A,B,C) such that they have separate immersion baths which 
are filled with lubricating oil. Thus, it would have been obvious to one of ordinary skill in 
the art at the time the invention was made to have modified the transmission, taught by 
'391, to include transmission filler, as taught by '990, to occupy most of the space in a 
transmission between the gears and the housing (11), thus reducing the amount of 
lubricant necessary to lubricate the gears. 

In Re claims 5-7, '391 further discloses a suction device, motor pump (44), an 
injection device, nozzle (51), mounted diagonally opposite one another in the upper and 
lower area of the transmission housing. 



Application/Control Number: Page 5 

10/544,222 

Art Unit: 3683 

In Re claim 7, '391 further discloses that the filter unit (48) is mounted between 
the motor pump unit (44) and gear housing (12) in the lubricant circuit. 

. Claims 8 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ward (5,279,391) in view of Hauser (4,420,990), as applied to claim 7, and further in 
view of Sann et al. (7,279,091). 

In Re claims 8 and 9, '391 as modified, teach the claimed invention except failing 
to teach the specifics of the filter unit. '091 teaches a filter unit (10) having a first fine 
filter (12), which is safeguarded with a bypass (22), and a coarse filter (32) connected in 
series with the first filter. The filter fineness of the coarse filter is approximately 5 to 10 
times greater than the filter fineness of the fine filter. Thus, it would have been obvious 
to one of ordinary skill in the art at the time the invention was made to have modified the 
transmission, taught by '391 as modified by '990, to include a filter unit with two filters 
and a bypass, as taught by '091, to fully strain the lubrication oil of any contaminants. 

Claims 1 and 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Leeson (3,582,998) in view of Ward (5,279,391). 

'998 disclose a speed changing mechanism, which includes a planet gear (6) and 
a spur gear (24), which are dynamically connected to one another. '998 fails to disclose 
a lubricant circuit. 

'391 teaches using a dry sump lubricant circuit with a mechanical transmission. 
The lubricant circuit including at least one filter unit (48), characterized in that the 
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lubricant is drawn off via an inlet (46) of a pump (44), and then cleaned by the filter unit, 
and can then be supplied to the respective gear stage (34) through a nozzle (51). 

Thus, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified the speed changing mechanism, taught by '998, 
to include a lubricant circuit with an oil filter, as taught by '391, to ensure proper 
lubrication of all the gears and bearings within the mechanism, and to filter out any 
impurities in the lubrication oil. 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thomas W. Irvin whose telephone number is (571) 270- 
3095. The examiner can normally be reached on Mon-Fri 8am-4pm, Alt Fri off (EST). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert Siconolfi can be reached on (571) 272-7124. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

TWI 

11/22/2007 




